Claims I -9 are nejecied under 35 U.S.C. 1 12. second paagrapli, as being indefinite for 
failing to particularly point out and distinctiy claim the subject matter which applicant 
regards as the invention. 

Claim t recites the limitation "said tahis bone" in luies 6 and 7, There is iasiiiBcjeat 
antecedent basis for this limitation in ifie claim. 

Again, applicant understands and apologises to the exajniner for the lack of 
expianaiion and antecedent b<JS5^ for amended claim 1 as it ^^as ttjadveiteni Applicant lias 

line ided tlmn i io i uxHe eat.ii bone ol the msdlooi seyson mo %s \udi the de\ i<,C' i-^ tnseiteJ 
bt Jinnin^> inim tho meUitar'sai bent ami iub^Ci-puni x lOAaui and into tbe mcdtal ^.tjneiform 
bone into and tbtotigii iii<? na\ jcuiar bone a* o r \ K urei ed nno tbe lalu'; ootif u> ^unih 'e 
thi midiooi legion Ciajm 2 has. been cancelled and claims are dependent on ciaini i or 
subsequent dependent claims. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schon et 
al. (U.S. Publication No. 2003/0097131). 

Schon et al. disclose m intrameduilar>' nail {4) having a proximal end, a dismi end 
aiid a central cylindrical elongated body with a chamfered end and at least one slot (32) 
where said device comprises an attaching means to a bone. Said intramedullary naii is 
caniiulated (see Figure 2) comprising a round cross-section with a central elongated body. 
The intramediUlary nail is aditpted wi^ said attaching means by way of a proximal fa.stener 
hole (4^) mid a distal fiistetier hole (16) where a fastener (50) is inserted into at least one of 
the fastener holes. Said fastener is configured and ditnensioned for insertion in at lea.st one of 
said fa^tenei holes Umhcr toniprisin" a thicaded hole for insertion of a screw 

\\ttbic<\iid 1 I i lo I ! n.aonai sutemonib tbe\ donot 

jnipiwe an\. stru(.iufai unua a n-^ t t ^.^ i v uut a>le o\ei Schon et al which !s 
>,,ipabk ol being useil as clauued i( une so des es io do w u ( t/ui /^J" I SPQ ^^'^ 
(f ( P \ i9f -'I and In n (n>o { ^6 bSPQ 4'^\4^'> (t C PA !W ^) } uuhennoie She Us\ ol 
antKipation doev nnt lequne that the reference "teach" wha the <;ub!ei.i pciteni i^-aches Nut 
rather it is only necessai v that the claims under attack "read on" something in the relerence. 
Kalman V. Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, the manner in 
which a device is iiitended to be employed does not diflerentiate the claimed apparatxis from 
prior art apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 
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1647 (1987), Addkionaily, it would have been an obvious matter of desigii choice io have 
created the nail to be of a smaller sixe to fit a human foot versas an eleptot's foot, since such 
a modiftcation would have Involved a mere change in the srm of a component. A ctoge in 
size is generally recognized as being withia the kvel of ordinary skill in the an. In re Rose, 
105 USPQ 237 (CCPA 1955). 

Schon et al, disclose the claimed limitations except for the chamfered end being 
defiaed by a reduction in diameter by a 45 degree chamfer, it would have been obvious to 
one having ordinary skill in the art at the time (he invention was made io have created the 
device of Schon ei al. by a 45 degree chamfer, since it has been held that discovering an 
optimum value of a result etXective variable invoives only routine skill in the art. in re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Response to Arguments 

Applicant's arguments witii respect to claims i-9 have been considered but are moot 
in view of the new gfonnd(s) of rejection. The attiendments filed on June 7, 2010 overcome 
the Schon et al reference as a 102 (e) reference but do not overcome the reference as a 103 
(a) as seen abox^e. The only difTerences in the aJtiendments made were that a 45 degree 
chamfer is required. As seen in the reference Schon et ai, disclose a chamfer but is lacking in 
tlte actual angle of the chamfer. Therefore a 102 (e) anticipation is not appropriale. 

As .stated in the interview that look place on Februaiy 1 8, 2010, it is stili 
recommended to furtlier define xha structure of the device. 

Applicant undersuuKis the examiner's arguments and ihmks examiner i'br 
understanding that the 35 USC 1 02 (e) anticipation is no longer valid. Applicant has now also 
fuliy ametided claim 1 to describe each essentia! element of the device necessary for securing 
tlie midfoot region and detailing exactly how that device is inserted into and through each of 
tite bone of the midfoot region into which the device is inses'ted beginning from the 
metatarsal bone and subsequently toward and into the medial cuneitomi bone, into and 
through tlie navicular bone and fmally inserted into the talus bone (o stabilize the midfoot 
region. Applicant respeciively states that, based on the now amended claim 1 and all 
subsequent dependent claims (3-9) that the device of Schon neither teachev. nor <:i[ggeMs the 
same or similar device as required for stabilization of the midfoot region as provided b> ihe 
preseiit application and invention. 



Page 3 of? 



i \x-m \ (<■ ijuonth amended) 
Claim 2 (Cancelied) 
Oaims 6-9 (Currently amended) 
Claims 10-20 {Canceled) 



